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DETAILED ACTION 

Status of Claims 

Claims 1-7 were previously rejected and claims 1 and 3 are newly amended. Claims 8-10 
are newly added. Claims 1-10 are currently pending. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 8 and 10/8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Knebel 
(US Patent Application Publication No. 2002/0021440) in view of Middlestadt (US Patent No. 
2,964,998) and in further view of Engelhardt et al. (PCT Publication No. W099/39165) (herein 
Engelhardt '165). 

With respect to claim 8, Knebel discloses spectroscope that resolves a light beam (1) into 
separated light beams having various wavelengths, and selects and extracts a separated light 
beam having an arbitrary wavelength from among these separated light beams, comprising: a 
first mask (3) disposed such that a transmission area (4) of each of the separated light beams in a 
spectrum direction is limited; where said spectrum direction denotes a direction of the 
arrangement of these separated light beams when viewed against the line of the resolved 
separated light beams, wherein: said first mask (3) includes a pair of first mask members which 
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are movable closer to or further away from each other so as to adjust a first length of said 
transmission area (4) in said spectrum direction (fig. 1). Knebel is silent to a second mask 
disposed such that the transmission area of each of the separated light beams in a direction 
perpendicular to said spectrum direction is limited. Middlestadt discloses an adjustable aperture 
apparatus for use with spectroscopes including first and second masks disposed perpendicular to 
each other and said second mask includes a pair of second mask members (38) which are 
movable closer to or further away from each other so as to adjust a second length of said 
transmission area in a direction perpendicular to direction of adjustment of the first mask (fig. 6). 
At the time the invention was made, it would have been obvious to a person of ordinary skill in 
the art to combine the teachings of Knebel and Middlestadt to provide a second mask disposed 
such that the transmission area of each of the separated light beams in a direction perpendicular 
to said spectrum direction is limited, and said second mask includes a pair of second mask 
members which are movable closer to or further away from each other so as to adjust a second 
length of said transmission area in said direction perpendicular to said spectrum direction. One 
of ordinary skill in the art would have been motivated to do this "to provide precision two- 
dimensional control and additionally provide a light-tight and dust-proof enclosure" (Middlestadt 
col. 1, lines 35-38). Also, such an arrangement would increase the signal-to-noise ratio allowing 
for greater spectral resolution. 

Further, while Knebel and Middlestadt do not expressly disclose a lens disposed adjacent 
to the first and second masks, Engelhardt '165 teaches a lens (11) disposed adjacent to said first 
and second masks and a surface of said lens that is adjacent to said masks has a convex shape 
that is convex towards these masks. At the time the invention was made, it would have been 
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obvious to a person of ordinary skill in the art to modify the teachings of Knebel and Middlestadt 
to provide a convex lens disposed adjacent to the masks allowing only focused light from the 
optical system to be detected by being able to effectively remove higher orders of the diffraction 
pattern (See Engelhardt '165 col. 3, lines 50-64). 

With respect to claim 10/8, Knebel discloses a confocal scanning microscope that 
resolves a light beam from an observation object (14) into separated light beams of various 
wavelengths, selects a separated light beam having an arbitrary wavelength from among these 
separated light beams, and receives the selected separated light beam at a photodetector (20), 
comprising: the spectroscope being provided between the light paths from said observation 
object towards said photodetector (20) (fig. 1). 

Claims 8, 9, and 10/9/8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knebel (US Patent Application Publication No. 2002/0021440) in view of Middlestadt (US 
Patent No. 2,964,998) and in further view of Engelhardt (US Patent Application Publication No. 
2003/0095329) (herein Engelhardt '329). 

With respect to claim 8, Knebel discloses spectroscope that resolves a light beam (1) into 
separated light beams having various wavelengths, and selects and extracts a separated light 
beam having an arbitrary wavelength from among these separated light beams, comprising: a 
first mask (3) disposed such that a transmission area (4) of each of the separated light beams in a 
spectrum direction is limited; where said spectrum direction denotes a direction of the 
arrangement of these separated light beams when viewed against the line of the resolved 
separated light beams, wherein: said first mask (3) includes a pair of first mask members which 



Application/Control Number: 10/765,966 Page 5 

Art Unit: 2872 

are movable closer to or further away from each other so as to adjust a first length of said 
transmission area (4) in said spectrum direction (fig. 1). Knebel is silent to a second mask 
disposed such that the transmission area of each of the separated light beams in a direction 
perpendicular to said spectrum direction is limited. Middlestadt discloses an adjustable aperture 
apparatus for use with spectroscopes including first and second masks disposed perpendicular to 
each other and said second mask includes a pair of second mask members (38) which are 
movable closer to or further away from each other so as to adjust a second length of said 
transmission area in a direction perpendicular to direction of adjustment of the first mask (fig. 6). 
At the time the invention was made, it would have been obvious to a person of ordinary skill in 
the art to combine the teachings of Knebel and Middlestadt to provide a second mask disposed 
such that the transmission area of each of the separated light beams in a direction perpendicular 
to said spectrum direction is limited, and said second mask includes a pair of second mask 
members which are movable closer to or further away from each other so as to adjust a second 
length of said transmission area in said direction perpendicular to said spectrum direction. One 
of ordinary skill in the art would have been motivated to do this "to provide precision two- 
dimensional control and additionally provide a light-tight and dust-proof enclosure" (Middlestadt 
col. 1, lines 35-38). Also, such an arrangement would increase the signal-to-noise ratio allowing 
for greater spectral resolution. 

Further, while Knebel and Middlestadt do not expressly disclose a lens disposed adjacent 
to the first and second masks, Engelhardt '329 teaches a lens (107) disposed adjacent to first and 
second masks (53, 55) and a surface of said lens that is adjacent to said masks has a convex 
shape that is convex towards these masks (figs. 1 and 2). At the time the invention was made, it 
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would have been obvious to a person of ordinary skill in the art to modify the teachings of 
Knebel and Middlestadt to provide a convex lens disposed adjacent to the masks allowing only 
focused light from the optical system to be detected by being able to effectively remove higher 
orders of the diffraction pattern. 

With respect to claim 9, the combination of Knebel, Middlestadt, and Engelhardt '329 
discloses or suggests all the limitations of claim 8 as stated supra. Though Knebel and 
Middlestadt do not expressly disclose a shielding surface on one or both of said masks that is 
impinged by said separated light beams is slanted so as to avoid facing an optical device adjacent 
to said shielding surface, Engelhardt '329 teaches a shielding surface on first and second masks 
(53, 55) that are impinged by said separated light beams (111, 1 13) is slanted so as to avoid 
facing an optical device adjacent to said shielding surface (fig. 4). At the time the invention was 
made, it would have been obvious to a person of ordinary skill in the art to modify the teachings 
of Knebel and Middlestadt to provide a shielding surface on one or both of said masks that is 
impinged by said separated light beams is slanted so as to avoid facing an optical device adjacent 
to said shielding surface. One of ordinary skill in the art would have been motivated to do this to 
eliminate the creation of flare (see Engelhardt '329 p. 2, par. 35). 

With respect to claim 10/9/8, Knebel discloses a confocal scanning microscope that 
resolves a light beam from an observation object (14) into separated light beams of various 
wavelengths, selects a separated light beam having an arbitrary wavelength from among these 
separated light beams, and receives the selected separated light beam at a photodetector (20), 
comprising: the spectroscope being provided between the light paths from said observation 
object towards said photodetector (20) (fig. 1). 
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Response to Arguments 

Applicant's arguments filed 03/28/2006, with respect to claims 1-7 have been fully 
considered and are persuasive. The rejection of claims 1-7 has been withdrawn. 

Applicant's arguments filed 03/28/2006 with respect to claims 8-10 have been fully 
considered but they are not persuasive. 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the feature upon which applicant relies (i.e., a particular 
definition of "adjacent") is not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). The focusing 
lens 1 1 of Engelhardt is show to be next to masks of detectors 5 A and 5B and thus can broadly 
be considered to be "disposed adjacent to" its masks. 

Allowable Subject Matter 

Claims 1-7 are allowed. 

The following is a statement of reasons for the indication of allowable subject matter: 
Though the prior art discloses spectroscope that resolves a light beam into separated light beams 
having various wavelengths, and selects and extracts a separated light beam having an arbitrary 
wavelength from among these separated light beams, comprising: masks disposed such that a 
transmission area of each of the separated light beams in a spectrum direction is limited; where 
said spectrum direction denotes a direction of the arrangement of these separated light beams 
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when viewed against the line of the resolved separated light beams, wherein: said masks include 
mask members which are movable closer to or further away from each other so as to adjust a first 
length of said transmission area in said spectrum direction, the prior art of record fails to teach or 
suggest the aforementioned combination further comprising a pair of first mask members and a 
pair of second mask members which are all independently movable so as to adjust, respectively, 
a first and second position of the transmission area in a direction in said spectrum direction and 
perpendicular to said spectrum direction. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Consilvio whose telephone number is (571) 272-2453. The 
examiner can normally be reached on Monday thru Friday, 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew Dunn can be reached on (571) 272-23 12. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Mark Consavio 

USPTO Patent Examiner 
Jefferson, 3C21AU-2872 
(571) 272-2453 
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